THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a |law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

Y Application for patent filed October 4, 1993. According
to the appellants, the application is a continuation of
Application 07/993,905, filed Decenmber 18, 1992, now
abandoned; which is a continuation of Application 07/820, 057,
filed January 16, 1992, now abandoned; which is a
continuation-in-part of Application 07/662,122, filed February
28, 1991, now abandoned.
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This is an appeal fromthe exam ner’'s final rejection of
claims 1-18 and 20-24, which are all of the clainms remaining

in the application.

THE | NVENTI ON

Appel l ants claima process for producing an acrylic-based
adhesi ve wherein about 5-95 wt % conversion of a specified
mononer m xture or partially prepolynmerized syrup to an
acrylic copolynmer is obtained in an irradiation stage at a
recited relatively low radiation intensity, and then at | east
substantially conplete conversion is achieved at a recited
hi gher intensity. Appellants state that the nulti-stage
irradi ation process increases the speed, relative to a one-
step irradiation process, at which adhesives and acrylic-based
pressure sensitive adhesive tapes having acceptable properties
are produced. Claim1l is illustrative and reads as foll ows:

1. A nulti-stage irradiation process for the production
of an acrylic-based adhesive conprising the sequential steps

of :

(a) formng a solvent-free nmononmeric m xture or sol vent-
free partially prepolynmerized syrup conpri sing:

(i) 50-100 parts by weight of at |east one acrylic
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acid ester of an al kyl al cohol, said al cohol containing from1l
to 14 carbon atons;

(ii1) 0-50 parts by weight of at |east one
copol ynmeri zabl e nononer; and

(iti) a photoinitiator;

(b) irradiating the resulting nmononeric m xture or
partially prepolynerized syrup with electromagnetic radiation
of from 280 to 500 nanoneters wavel ength and from .01 to 20
mlliwatts per centineter squared (mWcn?) average |ight
intensity to effect conversion of from about 5-95 wt% of said
nmonomeric m xture or partially prepolynerized syrup to an
acrylic copol yner; and

(c) thereafter, further irradiating the resulting acrylic
copolymer resulting fromstep (b) with el ectromagnetic
radi ati on of from 280 to 500 nm wavel ength and havi ng an
average light intensity of greater than 20 mWcn? to at | east
substantially conplete the polynerization reaction of said
acrylic copol yner.

THE REFERENCES

Martens et al. (Martens) 4,181, 752 Jan. 1,
1980
Bartissol et al. (Bartissol) 4,404,073 Sep. 13,
1983
Yada et al. (Yada) 4,762, 862 Aug. 9,
1988

THE REJECTI ONS

Clainms 1-18 and 20-24 stand provisionally rejected under
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the judicially created doctrine of obviousness-type double
patenting over clainms 1-20, 22-26, 28 and 29 of copending
Application 08/ 131,036. These clains also stand rejected
under 35 U.S.C. 8§ 103 as bei ng unpatentable over Martens
considered with one of Yada and Bartissol.
OPI NI ON

Appel | ants do not chall enge the provisional obviousness-

type double patenting rejection (brief, page 5). W therefore

sunmarily affirmthis rejection.

As for the rejection under 35 U . S.C. § 103, we have
carefully considered all of the argunents advanced by
appel l ants and the exam ner and agree with appellants that
this rejection is not well founded. Accordingly, we reverse
the rejection under 35 U.S.C. § 1083.

Martens di scloses a nethod for making a pressure
sensitive adhesive by irradiating a solventless liquid m xture
of at | east one acrylate-type nononer, at |east one
copol ynmeri zabl e nononer, and a photoinitiator using radiation

havi ng a wavel ength of from 300 to 400 nm and an intensity of
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0.1 to 7 mWecen? until at |east about 95% of the nonomer has
been pol ynmerized (col. 3, lines 34-47; col. 4, lines 6-8).
The acryl ate-type nononers are acrylic acid esters of alkyl

al cohol s, wherein the alcohols contain from4 to 14 carbon
atons (col. 3, lines 57-59), and the nmononer m xture normally
contains from70 to 98 parts by weight of the acrylate-type
nmononmer and 2 to 30 parts by weight of the copolynerizable
monomer (col. 3, line 67 - col. 4, line 4). Martens teaches
that he believes that the spectral distribution of the
irradiation and the rate of irradiation substantially

control the rate of polynerization, and that the rate of

pol ymeri zati on determ nes the nol ecul ar wei ght of the

copol ymer

produced (col. 4, lines 21-26). Martens states that use of
rates of polynerization higher than those used in his process
have been found to cause the copolyners to have unduly | ow
nol ecul ar

wei ghts and to have sufficiently | ow cohesive strengths that
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they are of little value as pressure sensitive adhesives (col.
4, |lines 29-33).

Bartissol discloses a process for making water sol uble,
hi gh nol ecul ar wei ght polymers and copol ynmers for use as
flocculants for water treatnment (col. 1, lines 9-13). All of
t he di scl osed nononmers for use in the process (col. 3, lines
31-37) differ fromthose used by Martens. The polynerization
t akes place in aqueous solution, and the radiation used for
t he polynerization has a wavel ength of 300-450 nm and a nean
intensity of 20 to 2,000 watts/n?¥ (2 to 200 nWcn?) and is
applied in an increasing manner (col. 3, lines 15-26).

Yada di scl oses a process for preparing an acrylic polymer
havi ng excell ent water solubility and high nol ecul ar wei ght,
and states that such polyners are used as paper sizing agents,
viscosity builders, waste water treating agents and

precipitants

for ores (col. 1, lines 13-16). Yada' s process produces

cationic polyners which are either a honmopol yner of a cationic
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vi nyl nonomer having a specified formula, or a copol ynmer of
this mononer and ot her water soluble vinyl mononers (col. 3,
line 31 - col 4, line 2). Yada irradiates his nononers in
aqueous solution first at a wavelength of 300 to 450 nm and an
intensity of 10 to 15 Wn? (1.5 mWcn?¥) and then at the sane
wavel ength and an intensity of 20 to 30 Wn? (2.0 to 3.0
mWcn?) (col. 3, lines 1-10), then irradiates the resulting
polymer with radi ation having a wavel ength of 200 to 600 nm at
an intensity of 1,000 to 2,000 Wn? (100 to 200 nWcn?¥). Yada
teaches that in general, the greater the intensity of |ight,

t he higher the rate of polynerization and the |ower the

nol ecul ar wei ght, and that his two-stage irradiation process
produces polynmers having a high nol ecul ar weight (col. 6, line
45 - col. 7, line 4).

The exam ner states that Yada and Bartissol are relied
upon to show that the art regularly uses processes wherein
nore intense light is used at the latter stages of
pol ymeri zation (final rejection, paper no. 18, mail ed Decenber
2, 1994).

The exam ner has not explained, and it is not apparent,
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why these two references are adequate to show that the art

regularly

increased the radiation intensity in the latter stages of

pol ymeri zati on. Regardl ess, the exam ner mnust provide

evi dence which shows that it would have been prim facie

obvi ous to one of ordinary skill in the art, when carrying out
the Martens process, to increase the radiation intensity in
the manner recited in appellants’ claim1l. As discussed
above, the Yada and Bartissol process differ fromthe Martens
process in that they are aqueous systens, polynerize different
nmonomer m xtures than those used by Martens, and nmake
different products than the pressure sensitive adhesive nade
by Martens. The exam ner has not explai ned why, regardl ess of
these differences, the use of nore intense light in a latter
stage of the Yada and Bartissol processes would have fairly
suggested, to one of ordinary skill in the art, use in the
Martens process of a second irradiation stage wherein the

light intensity is greater than 20 mWcn?t. Moreover, the
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exam ner has not explained why Yada and Barti ssol would have
fairly suggested, to one of ordinary skill in the art, use in
the Martens process of higher intensity radiation than that
used by Martens even
t hough Martens teaches that in his process, higher radiation
causes the nol ecul ar wei ght of the polynmer to be so | ow t hat
it is of little value for Martens’ intended use (col. 4, lines
29- 37).

The exam ner argues that “[t]he conbination of prior art
teaches a two step irradiation process and it is well within
t he know edge of one of ordinary skill in the art to recogni ze
t he
expected results of adjusting irradiation conditions by the
teachings of the prior art of record to the effect of such
irradi ation and through routine experinmentation” (answer,
pages 4-5).

This is a vague argunment which does not address the facts
of the present case. 1In order for a prinma facie case of
obvi ousness to be established, the teachings fromthe prior

art itself nust appear to have suggested the cl ai med subject
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matter to one of ordinary skill in the art. See In re

Ri nehart, 531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976).
The exam ner does not explain why, regardl ess of the
differences between the Martens process and that of Yada and
Barti ssol as discussed above, one of

ordinary skill in the art would have conbi ned the teachings of
the references so as to arrive at appellants’ clainmed process.
The nere fact that the prior art could be nodified as proposed
by the exam ner is not sufficient to establish a prim facie
case of obviousness. See In re Fritch, 972 F.2d 1260, 1266,

23 USPQ2d 1780, 1783 (Fed. Cir. 1992).

The notivation relied upon by the exam ner for conbining
the references so as to produce appellants’ clainmed invention
cones solely fromthe description of appellants’ invention in
their specification. Thus, the exam ner used inperm ssible
hi ndsi ght when rejecting the clains. See WL. Gore &
Associates v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ
303, 312-13 (Fed. Cir. 1983), cert. denied, 469 U S. 851

(1984); In re Rothernel, 276 F.2d 393, 396, 125 USPQ 328, 331

10
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(CCPA 1960). Accordingly, we reverse the rejection under 35
U S C § 103.
DECI SI ON

The provisional rejection of clainms 1-18 and 20-24 under
the judicially created doctrine of obviousness-type double
patenting over clainms 1-20, 22-26, 28 and 29 of copending
Application
08/ 131,036 is affirnmed. The rejection of clains 1-20, 22-26,
28 and 29 under 35 U.S.C. § 103 over Martens considered with

one of Yada and Bartissol is reversed.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).
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AFFI RMVED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

BOARD OF PATENT
TERRY J. OWENS

)
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

CAROL A. SPI EGEL
Adm ni strative Patent Judge

TJO pgg

B3M O fice of Intellectual Prop. Counsel
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P. O. Box 33427
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